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REMARKS 

Reconsideration and allowance of this application are 
respectfully requested. Claims 1-11 are withdrawn from 

consideration. Claims 12-31 remain in this application and, as 
amended herein, are submitted for the Examiner's 
reconsideration . 

In the Office Action, restriction to one of the 
following groups of claims was required under 35 U.S.C. § 121: 

(I) claims 1-11 drawn to a method of printing and embossing, and 

(II) claims 12-31 drawn to an article with printing and 
embossing. The Examiner contends that the two groups of claims 
cover two distinct inventions. 

Applicants affirm the provisional election of claims 
12-31 of group (II) that was made during a telephone conference 
with the Examiner held on January 18, 2005. As was also 
indicated during the telephone conference, this election is made 
with traverse. 

The Examiner contends that the invention defined by 
the claims of Group I are distinct from the invention defined by 
the claims Group II because the claimed product can be made by 
another and materially different process than that claimed. 
However, claim 12, as originally filed, is a product-by-process 
claim that defines a sample substrate formed using a method 
having the same steps as the method set out in claim 1. 
Similarly, each of the originally-filed claims 13-22 adds 
limitations that correspond to those set out in claims 2-11. 
Clearly, the sample substrate defined in claims 12-22 is not 
formed by a different process than that set out in claims 1-11. 

The Examiner also rejected claims 12-31 under 35 
U.S.C. § 103(a) as being unpatentable over Eby (U.S. Patent No. 
5,961,903) or Spain (U.S. Patent No. 5,662,977) and rejected 
claims 12 and 23 under 35 U.S.C. § 102(b) as being anticipated 
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by Eby or Spain. It is submitted, however, that the claims are 
patentably distinguishable over the references. 

Presently, it is difficult for manufacturers and 
sellers of large-sized and/or custom-made products to provide a 
customer with a three-dimensional representation of the product 
that faithfully replicates the features of the product. 

The present invention addresses this problem by 
providing a sample substrate that reproduces the appearance of 
an actual product. The sample substrate includes a pattern that 
is printed on the sample substrate and represents a pattern 
formed on the product, and the sample substrate further includes 
three-dimensional features that are formed in the sample 
substrate and represent the three-dimensional features of the 
product. The three-dimensional features include interior 

contours of the product and include at least one non-surface 
texture feature of the product. 

The Eby patent describes a surface covering that is 
mechanically embossed to have a surface texture that simulates 
the surface texture of or that has the same surface texture as 
wood, stone, marble, granite, or brick. (See col. 3, 

lines 50-54 and col. 6, lines 43-49). Eby thus describes the 
formation of an essentially two-dimensional surface in which a 
surface texture is included. 

Further, Eby describes that before the surface 
covering is mechanically embossed, chemical embossing may be 
carried out to form joint lines or grout lines which simulate 
the joining of two strips of wood or the joining of stones, 
marble, granite, or brick using mortar. (See col. 3, 

lines 27-35; col. 5, lines 23-32; and col. 6, lines 31-42). The 
patent thus further describes an essentially two-dimensional 
surface which also simulates the surface textures formed by the 
joining or grouting of two flat surfaces . Eby is not concerned 
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with the formation of three-dimensional features that include a 
non-surface texture feature . 

The Spain patent describes plastic siding panels which 
are simultaneously coated and embossed to reproduce the surface 
texture of a painted wood surface or of a natural wood grain 
surface. (See col. 1, lines 18-23 and 60-65; col. 2, 
lines 11-17; col. 4, lines 55-62; and col. 5, lines 22-28). 
Thus, Spain similarly describes an essentially two-dimensional 
surface in which a surface texture is added to simulate texture 
of an actual wood surface. The patent is not concerned with 
forming three-dimensional features that include a non-surface 
texture feature. 

Neither Eby nor Spain suggests: 

post-pressing said sample substrate to reproduce 
thereon the three-dimensional features of the product, 
said three-dimensional features including interior 
contours of the product and including at least one 
non-surface texture feature of the product 

as called for in claim 12. 

It follows that neither Eby nor Spain discloses or 
suggests the sample substrate defined in claim 12. Neither 
reference anticipates claim 12, and claim 12 is also patentably 
distinct and unobvious over the references. 

Claims 13-22 depend from claim 12, and each further 
defines and limits the invention set out in the independent 
claim. It follows that each of claims 12-22 defines a 

combination that is patentably distinguishable over the cited 
references for at least the same reasons. 

Further regarding claim 19, neither Eby nor Spain 
discloses or suggests a non-surface texture feature that is a 
beveled edge, a deep groove, a column, a raised surface, or a 
lowered surface . 

Independent claim 23 relates to a sample substrate 
that includes: 
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three-dimensional features formed in said sample 
substrate representing the three-dimensional features 
of the product, said three-dimensional features 
including interior contours of the product and 
including at least one non-surface texture feature of 
the product . 

Therefore, for at least the reasons set out above regarding 
claim 12, claim 23 is not anticipated by either Eby or Spain and * 
is also patentably distinct and unobvious over the references. 

Claims 24-31 depend from claim 23 and are patentably 
distinguishable over the cited references at least for the same 
reasons. Further, claim 28 includes limitations similar to 
those set out in claim 19 and is further distinguishable over 
the art for at least the same reasons. 

Accordingly, the withdrawal of the rejections under 
35 U.S.C. §§ 102(b) and 103(a) are respectfully requested. 

As it is believed that all of the rejections set forth 
in the Official Action have been fully met, favorable 
reconsideration and allowance are earnestly solicited. If, 
however, for any reason the Examiner does not believe that such 
action can be taken at this time, it is respectfully requested 
that the Examiner telephone Applicant's attorney at (908) 
654-5000 in order to overcome any additional objections which 
the Examiner might have. 
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If there are any additional charges in connection with 
this requested amendment, the Examiner is authorized to charge 
Deposit Account No. 12-1095 therefor. 



Dated: June 8, 2005 



Respectfully submitted, 
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Lawrence E. Russ 
Registration No.: 35,342 
LERNER, DAVID, LITTENBERG, 

KRUMHOLZ & MENTLIK, LLP 
600 South Avenue West 
Westfield, New Jersey 07090 
(908) 654-5000 
Attorney for Applicant 
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